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DETAILED ACTION 



Acknowledgements 



1. 



Claims 1-21 are pending 



For reference purposes, the document paper number is 20080728 



Claim Rejections - 35 USC § 103 



2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

3. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wagner, 
U.S Patent No. 6,092,102 in view of Menschik et al., U.S. Pre-Grant Pub No. 2004/0034550. 

4. With respect to claim 1 , Wagner discloses a system comprising a laboratory system 
data store (Col. 7 lines 15-24); a result posting module to post laboratory results and a 
callback module to identify a clinical laboratory result requiring a communication to the 
person placing the laboratory order (Col. 3 lines 47-56; col. 7 lines 38-52). 

Wagner does not disclose an electronic medical record data store; however, Menschik 
does (U 90, 94). It would therefore have been obvious to one of ordinary skill in the art to 
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combine the teachings of Wagner with those of Menschik in order to facilitate medical data 
transfer among systems. 

Claims 6 and 7 are rejected under the analysis of claim 1 . 

5. Claim 2 is rendered obvious, as Menschik recites HL7 which is a standard data 
exchange interface (If 8). 

Claim 8 is rejected under the analysis of claim 2. 

6. With regards to claim 3, Wagner recites an event monitor analyzing lab results and 
generating a message type and content based on the event or data pattern (Col. 7 lines 38- 
52). Wagner does not specifically recite identifying a result based on information about the 
clinical laboratory order, however, a predictable result of his invention would be to include as 
many relevant triggering events or data patterns (e.g. clinical order data) in the event monitor 
in order to generate more specific or custom message types (KSR International Co. v. 
Teleflex Inc., 82 USPQ2d 1385 (U.S. 2007)). 

Claims 4, 5, 9 and 1 0 are rejected under the analysis of claim 3. 

7. Claims 12-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wagner, U.S Patent No. 6,092,102. 

8. For claim 1 2, Wagner recites determining if the communication of laboratory result is 
successfully completed (Col. 8 lines 52-59). Wagner also recites different communication 
channels (Col. 8 lines 8-22), and resending a message to a user (Col. 14 lines 38-46). 
Wagner does not specifically recite identifying a second preferred method; however, a 



Application/Control Number: 10/730,668 
Art Unit: 3626 



Page 4 

Paper No. 20080728 



predictable result of his invention would be to resend the message using one of the disclosed 
several other communication channels such as email, pager, PDA, telephone, fax etc. (KSR 
International Co. v. Teleflex Inc., 82 USPQ2d 1385 (U.S. 2007)). 

Examiner also makes note that claim 12 is an optional step, and it has been held that, 
"Language that suggests or makes optional but does not require steps to be performed or 
does not limit a claim to a particular structure does not limit the scope of a claim or claim 
limitation" (MPEP 2106.11 C). 

Claim 19 is rejected under the analysis of claim 12. 

9. Regarding claims 13-17, Wagner recites selecting communication channels based on 
user preferences (Abstract). Another predictable result of Wagner would therefore be for 
such preferences to include conditions (e.g. communication device availability, user 
availability or schedule) and communication channels (e.g. email, PDA, telephone, etc.) that 
optimize the message delivery. 

Claims 20 and 21 are also rejected under the above analysis. 

1 0. With respect to claim 18, Wagner recites a method comprising the steps of accessing 
a data store containing a plurality of clinical laboratory results (Col. 7 lines 15-24); selectively 
identifying a clinical laboratory result requiring communication (Col. 7 lines 38-52); identifying 
a first preferred notification method (Col. 4 lines 53-57). 

Wagner does not specifically recite identifying a number of conditions for the preferred 
method, but he does disclose prior art that recites testing a set of criteria, and based on such 
criteria being met, performing an action such as sending a message (Col. 2 lines 64-67; col. 3 
lines 1-2). Furthermore, the step of automatically generating a communication of laboratory 
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results if the conditions are satisfied is optional, and it has been held that, "Language that 
suggests or makes optional but does not require steps to be performed or does not limit a 
claim to a particular structure does not limit the scope of a claim or claim limitation" (MPEP 
2106.11 C). Therefore, the last limitation of claim 18 does not further limit the claim. 



Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

12. Claim 11 is rejected under 35 U.S.C. 102(b) as being anticipated by Wagner, U.S 
Patent No. 6,092,102. 

1 3. With regards to claim 1 1 , Wagner recites a method comprising the steps of accessing 
a data store containing a plurality of clinical laboratory results (Col. 7 lines 15-24); selectively 
identifying a clinical laboratory result requiring communication (Col. 7 lines 38-52); identifying 
a first preferred notification method (Col. 4 lines 53-57); and automatically generating a 
communication of the selected laboratory result by the first preferred method (Col. 7 lines 48- 
52). 
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Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to Applicant's 
disclosure. 

a) Ross Jr. et al., U.S. Patent No. 5,823,948 discloses material relevant to 
Applicant's invention. 

b) Zakim, U.S. Patent No. 7,379,885 recites a database containing laboratory 
data, medical data and notifying a physician of lab results. 

1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VALERIE LUBIN whose telephone number is (571)270-5295. 
The examiner can normally be reached on Monday-Friday 7:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher L. Gilligan can be reached on 571-272-6770. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private PAIR only. For more information about 
the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to 
the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). If you would like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 
571-272-1000. 



VL 



/C Luke Gilligan/ 

Supervisory Patent Examiner, Art Unit 3626 



